
United States Bvtent and Trademark Office 



UNITED STATES^DJEPA RTMENT OF COMMERCE 
United States Patent und Trudemxirk Office 
Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 

WWW.U3ptO.gOV 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO.. . 


09/518,989 




03/03/2000 


Charles R. Piskoti 


IB-1366 


6379 


7590 


04/03/2002 









Henry P Sartorio 

Lawrence Berkeley Natl Lab Patent Dept 
One Cyclotron Road MS 90 1 121 
Berkeley, CA 94720 



EXAMINER 



HENDRICKSON, STUART L 



ART UNIT 



1754 

DATE MAILED: 04/03/2002 



PAPER NUMBER 
^ 



Please find below and/or attached an Office communication concerning this application or proceeding. 



\ 



PTO-90C (Rev. 07-01) 



Ml 



Office Action Summary 


Application No. 


Applicant(rf) i { m 


Examiner. \ • ( 


Group Art Unit 





— The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
Period for Reply ^ 

MONTH(S) FROM THE MAILING DATE 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

• Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 
l^This action is RNAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

S Claim(s) 



Of the above claim(s)_ 

□ Claim(s)^ 

& Claim(s) 

□ Claim(s) 

□ Claim(s) 



is/are pending in the application. 
. is/are withdrawn from consideration. 



Application Papers 

□ The proposed drawing correction, filed on . 

□ The drawing(s) filed on 



is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



is □ approved □ disapproved. 



is/are objected to by the Examiner 



□ Hie specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 (a)-(d) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119 (aHd). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No. _ 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
*Certified copies not received: • 



Attachments) 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Notice of Reference® Cited, PTO-892 

Q Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. The typographical errors on pg. 12 should be corrected. 

Claims 1-18 are rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

1) There is no support or discloure of making the derivatives claimed. From the phraseology used, 
these appear to be speculative modifications. There are no examples of a doped or surface- 
modified C36, much less one in which a hetero atom replaces a carbon atom in the main structure. 

2) As the specification recites the 400 ton* of helium to be an important factor in the production of 
C36, this feature should be incorporated into claim 6, which does not recite how the production 
step is done. It appears that claim 6 should state '.. In an arc at about 400 torr helium 5 . 

Claims 15 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

Claim 15 is unclear if zero is included. 

Claims 1-5 and 10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Stankevich et al. 

Stankevich teaches on pg. 172, C36. As its properties are reported, it appears to have been 
made and isolated. 
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Applicant's arguments filed 2/5/02 have been fully considered but they are not persuasive. 
The argument that C36 can be made using a well-known modification of a standard fullerene 
(C60) process appears to be an admissiuon that the present process is obvious over the known 
prior art. This is separate from the question of whether pressures other than claim 7 could be 
used. As it appears this pressure is necessary, it should be claimed. Claim 6 does not recite 
performing an arc process- perhaps it clearly should. The Stankevitch paper is no more 
'theoretical' than applicants own disclosure, and also contains 'hard 5 data supporting some actual 
experimentation. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 

action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 

reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication should be directed to examiner Hendrickson 
at telephone number (703) 308-2539. 




Stuart Hendrickson 
examiner Art Unit 1754 



